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DETAILED ACTION 
Preliminary Amendment 

Applicant's "Preliminary Amendment" received on January 29, 2002 has been 
considered and entered. 

DETAILED ACTION 
Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-12, 17-27, and 30-40, drawn to an information distribution 
system comprising a recording means and reproducing means for 
recording a content data onto a recording medium and reproducing the 
identifier unique to the recording medium and the prepaid information, 
classified in class 705, subclass 26. 

II. Claims13-16, drawn to a terminal apparatus comprising receiving means 
for receiving a result of a balance inquiry and a prompting means for 
prompting, when the balance inquiry received by the receiving indicates a 
shortage of amount of money for the received content data, classified in 
class 705, subclass 26. 

III. Claims 28-29, drawn to a recording medium comprising an unrewritable 
area, a recording area, and a managing area, classified in class 360, 
subclass 55. 

The inventions are distinct, each from the other because of the following reasons: 
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Inventions I and II are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention II has separate utility such 
as a terminal apparatus comprising receiving means for receiving a result of a balance 
inquiry and a prompting means for prompting, when the balance inquiry received by the 
receiving indicates a shortage of amount of money for the received content data. See 
MPEP § 806.05(d). 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

Inventions I and III are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention III has separate utility 
such as a recording medium comprising an unrewritable area, a recording area. See 
MPEP § 806.05(d). 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter and different classification, restriction for examination purposes as indicated is 
proper. 

Inventions II and III are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention III has separate utility 



Application/Control Number: 09/885,480 
Art Unit: 3625 



Page 4 



such as a recording medium comprising an unrewritable area, a recording area. See 
MPEP § 806.05(d). 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter and different classification, restriction for examination purposes as indicated is 
proper. 

During a telephone conversation with Mr. Jay Maioli on September 14, 2004 a 
provisional election was made without traverse to prosecute the invention of I, claims 1- 
12, 17-27, and 30-40. Affirmation of this election must be made by applicant in replying 
to this Office action. Claims 13-16 and 28-29 are withdrawn from further consideration 
by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which 
papers have been placed of record in the file. 

Drawings 

The drawings filed on April 20, 2001 are acceptable. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim 1, 11-12, 17, 26-27, 30, and 39*40 are rejected under 35 U.S.C. 102(e) 
as being anticipated by U.S. Patent No. 6,018,720 to Fujimoto. 

Regarding claim 1, Fujimoto discloses an information distribution system having 
a terminal apparatus in which a recording medium has recorded thereon an identifier 
unique to the recording medium and prepaid information and is loadable in an 
information center that is connectable to the terminal apparatus and transmits content 
data thereto via a predetermined communication line (see at least Figure 1; Figure 2; 
col. 2, lines 46-65), the terminal apparatus comprising: 

• first receiving means for receiving the content data transmitted from the 
information center (see at least col. 2, lines 46-65; col. 3, lines 1-4; col. 8, lines 
61-66); 

• recording and reproducing means for recording the content data received by the 
first receiving means onto the recording medium loaded in the terminal apparatus 
and reproducing the identifier unique to the recording medium and the prepaid 
information (see at least col. 2, lines 46-65; col. 3, lines 1-35; col. 9, lines 40-55); 

• first transmitting means for transmitting the reproduced identifier unique to the 
recording medium and the reproduced prepaid information to the information 
center (see at least col. 3, lines 1-35; col. 9, lines 40-64; col. 6, lines 41-58); 

• the information center comprising: 

• first storage means for storing a plurality of content data (see at least col. 8, lines 
16-24; Figure 1; col. 6, lines 22-23); 
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• second transmitting means for transmitting predetermined content data from the 
first storage means to the terminal apparatus (see at least col. 6 t lines 23-38); 

• second receiving means for receiving the identifier unique to the recording 
medium and the prepaid information transmitted from the terminal apparatus (see 
at least col. 6, lines 23-58; col. 13, line 63 - col. 14, line 5); 

• second storage means for storing a usable remaining amount of money relative 
to the prepaid information in accordance with the identifier unique to the 
recording medium and the prepaid information received by the second receiving 
means (see at least col. 9, lines 56-col. 10, line 3; col. 13, line 63-col. 14, line 5); 
and 

• charging processing means for updating, when the predetermined content data 
are transmitted from the first storage means to the terminal apparatus, the usable 
remaining amount of money stored in the second storage means for a charge of 
the predetermined content data transmitted from the first storage means to the 
terminal apparatus (see at least col. 3, lines 11-23; col. 8, line 63 - col. 9, line 5; 
col. 9, lines 56-col. 10, line 3; col. 13, line 63-col. 14, line 5). 

Regarding claims 11-12, Fujimoto discloses wherein the identifier unique to the 
recording medium and the prepaid information are recorded on the recording medium 
so as to be unrewrittable (see at least col. 3, lines 11-14; col. 3, lines 24-30); and 
wherein communication destination identifying information for connecting the terminal 
apparatus to the information center is also recorded on the recording medium (see at 
least col. 3, lines 46-51; col. 13, lines 4-18). 
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Regarding claims 17, Fujimoto discloses an information center, connected to a 
terminal apparatus via a predetermined communication line, for distributing content 
data, comprising: 

• first storage means for storing a plurality of content data (see at least col. 6, 
lines 22-25); 

• transmitting means for transmitting predetermined content data from said first 
storage means to said terminal apparatus (see at least col. 3, lines 24-36; col. 8, 
lines 16-24; col. 16, lines 9-19); 

• receiving means for receiving an identifier unique to a recording medium and 
prepaid information stored therein transmitted from said terminal apparatus (see 
at least col. 3, lines 24-36; col. 8, lines 16-24; col. 16, lines 9-19); 

• second storage means for storing a usable remaining amount of money in 

accordance with said identifier unique to said recording medium and said 
prepaid information received by said receiving means (see at least col. 3, lines 
4-23; col. 8, line 57 - col. 9, line 5; col. 9, lines 21-29); 

• charging processing means for updating, when said predetermined content data 

are transmitted from said first storage means to said terminal apparatus, said 
usable remaining amount of money stored in said second storage means for a 
charge of said predetermined content data transmitted from said first storage 
means to said terminal apparatus (see at least col. 3, lines 1 1-23; col. 8, line 63 
- col. 9, line 5; col. 9, lines 56-col. 10, line 3; col. 13, line 63-col. 14, line 5). 
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Regarding claims 26-27, the claims recite an information center connected to a 
terminal apparatus that is parallel in scope to claims 11-12 above and are rejected 
under similar grounds. 

Regarding claim 30, Fujimoto discloses information distribution method for 
distributing content data from an information center to a terminal apparatus in which a 
recording medium is loadable and recording the distributed content data thereto, said 
information center and said terminal apparatus being interconnected via a 
predetermined communication line, comprising the steps of: 

• receiving an identifier unique to said recording medium and prepaid information 

recorded on said recording medium transmitted from said terminal apparatus 
(see at least col. 6, lines 23-58; col. 13, line 63 - col. 14, line 5); 

• storing, in a memory, a usable remaining amount of money relative to the prepaid 

information in accordance with said received identifier unique to said recording 
medium and said received prepaid information (see at least col. 3, lines 4-23; 
col. 8, line 57 - col. 9, line 5; col. 9, lines 21-29); 

• comparing said usable remaining amount of money stored in said memory with a 

charge of content data to be distributed from said information center to said 
terminal apparatus (see at least col. 3, lines 11-23; col. 8, line 63 - col. 9, line 5; 
col. 9, lines 56-col. 10, line 3; col. 13, line 63-col. 14, line 5); 

• permitting, when said usable remaining amount of money stored in said memory 

is greater than said charge of said content data to be distributed from said 
information center to said terminal apparatus, the transmission of said content 



Application/Control Number: 09/885,480 Page 9 

Art Unit: 3625 

data from said information center to said terminal apparatus (see at least col. 3, 
lines 1 1-23; col. 8, line 63 - col. 9, line 5; col. 9, lines 56-col. 10, line 3; col. 13, 
line 63-col. 14, line 5); and 
• updating, by said charge of said content data, said usable remaining amount of 
money stored in a second memory when said content data are transmitted from 
said information center to said terminal apparatus (see at least col. 3, lines 11- 
23; col. 8, line 63-col. 9, line 5; col. 9, lines 56-col. 10, line 3; col. 13, line 63- 
col. 14, line 5). 

Regarding claims 39-40, the claims recite a method that is parallel in scope to 
claims 4-10 above and are rejected under similar grounds. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2-3, 18 and 31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 6,018,720 to Fujimoto in view of U.S. Patent No. 
6,144,745 to Akiyama et al. 

Regarding claim 2, Fujimoto substantially discloses the claimed invention, 
however, it does not disclose the recording medium also records information about a 
remaining recordable capacity thereof, the information is reproduced by the recording 
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and reproducing means, the reproduced information is transmitted by the first 
transmitting means to the information center. Fujimoto discloses the purchaser may 
increase the number of game software recorded therein within storage or memory 
capacity thereof (col. 9, lines 12-15). Furthermore, Fujimoto discloses blocks of data 
purchased by the purchaser (see at least col. 10, lines 19-21). Akiyama, on the other 
hand, teaches the recording medium also records information about a remaining 
recordable capacity (see at least col. 6, lines 57-64). 

Therefore, It would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to modify the system of Fujimoto, to includes the 
recording of the remaining recording capacity, as taught by Akiyama, so as to be 
notified as to whether there is left a capacity enough to store the data (Akiyama col. 6, 
lines 60-61). 

Regarding claim 3, Fujimoto substantially discloses the claimed invention, 
specifically, the first comparing means for comparing usable remaining amount of 
money stored in the second storage means with a price of content data to be 
transmitted to the terminal apparatus (see at least col. 8, line 66- col. 9, line 3; col. 9, 
lines 56-64). However, Fujimoto does not disclose the second comparing means for 
comparing the information about a remaining recordable capacity of the recording 
medium with a size of the content data to be transmitted to the terminal apparatus. 
Fujimoto discloses the purchaser may increase the number of game software recorded 
therein within storage or memory capacity thereof (col. 9, lines 12-15). Akiyama, on the 
other hand, teaches the second comparing means for comparing the information about 
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a remaining recordable capacity of the recording medium with a size of the content data 
to be transmitted to the terminal apparatus (see at least col. 6, lines 57-64). 

Therefore, It would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to modify the system of Fujimoto, to includes the 
recording of the remaining recording capacity, as taught by Akiyama, so as to be 
notified as to whether there is left a capacity enough to store the data (Akiyama col. 6, 
lines 60-61). 

Regarding claim 18, the claim recites an information center connected to a 
terminal apparatus that is parallel in scope to claim 3 above and is rejected under 
similar grounds. 

Regarding claim 31 , the claim recites a method that is parallel in scope to claim 3 
above and is rejected under similar grounds. 

Claim 4-10, 19-25 and 32-38 are rejected under 35 U.S. C. 103(a) as being 
unpatentable over U.S. Patent No. 6,018,720 to Fujimoto and U.S. Patent No. 
6,144,745 to Akiyama et al. and further in view of U.S. Patent No. 6,539,468 to 
Inoue et al. 

Regarding claims 4-10, the combination of Fujimoto and Akiyama substantially 
disclose the claimed invention, however, it does not disclose the prompt for the loading 
of a second recording medium recording; adding means for adding; the edition based 
on the information about the remaining recordable capacity of the previously loaded 
recording medium and the information about the remaining recordable capacity of the 
second recording medium; when the remaining recordable capacity is found by the 
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second comparing means to be smaller than the size of content data to be transmitted 
to the terminal apparatus, a control signal is transmitted from the information center to 
the terminal apparatus to instruct; the terminal apparatus to prompt for the loading of a 
second recording medium recording the remaining recordable capacity of the second 
recording medium is compared with the size of the content data to be transmitted to the 
terminal apparatus; and, contents recorded on the second storage means are updated. 
The combination discloses the purchaser may increase the number of game software 
recorded therein within storage or memory capacity thereof (Fujimoto col. 9, lines 12- 
15). Furthermore, the combination discloses the remaining recordable capacity 
(Akiyama see at least col. 6, lines 57-64), 

Inoue, on the other hand, teaches the prompt for the loading of a second 
recording medium recording; adding means for adding; the edition based on the 
information about the remaining recordable capacity of the previously loaded recording 
medium and the information about the remaining recordable capacity of the second 
recording medium; and, contents recorded on the second storage means are updated 
(see at least col. 1, lines 38-57; col. 2, lines 16-34). 

Therefore, It would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to modify the combination, to include the prompting, 
adding, editing, and the updating, as taught by Inoue, in order to providing copying 
control information recorded on a first recording medium onto a second recording 
medium (Inoue col. 1, lines 38-45). 
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Regarding claims 19-25, the claims recite an information center connected to a 
terminal apparatus that is parallel in scope to claims 4-10 above and are rejected under 
similar grounds. 

Regarding claims 32-38, the claims recite a method that is parallel in scope to 
claims 4-10 above and are rejected under similar grounds. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

U.S. Patent No. 5,576,840 to Fukushima discloses a method for displaying the 
remaining recordable capacity of a recording medium. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marissa Thein whose telephone number is 703-305- 
5246. The examiner can normally be reached on M-F 8:30-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey Smith can be reached on 703-308-3588. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

September 29, 2004 
mtot 




